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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 14, 2006 has been entered. 

This Office Action is in response to the amendment filed November 14, 2006 in 
which claim 1 was amended and claim 12 was canceled. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 and 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over FR 2181607. 

FR teaches a fuel composition comprising an Fe-based product or solution, such 
as iron naphthenate, as an additive. The Fe is preferably added to the fuel in the form 
of a solution containing 1-10 wt % (10-100 g/l) in combination with a solvent having a 
flash point of greater than 65 C (149 F)(see abstract in its entirety and page 3, last three 
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paragraphs). With respect to the cloud point and viscosity, it would be reasonable to 
expect that the composition of FR would meet these limitations because FR uses the 
additive of its invention in the same environment and for the same purpose as 
Applicant. 

FR fails to teach that the solvent is aromatic. However, no unobviousness is 
seen in this difference because the teaching of hydrocarbon solvents suggests that the 
solvent may be aromatic. 

FR fails to teach that the additive is adapted for diesel fuel. However, no 
unobviousness is seen in this difference because FR teaches that the additive of its 
invention is suitable for a liquid fuel and he teaches diesel engines. These teachings 
suggest diesel fuel. 

4. Claims 8-11 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over FR 2181607 in view of WO 0188362, SOLVESSO 150 and www.oilchem.com. 

FR has been discussed above. FR fails to teach the particulars regarding the 
solvent or that the solvent is aromatic. However, WO teaches that organic solvents 
such as aromatic hydrocarbons such as SOLVESSO products are used for 
incorporating metal compounds into bulk fuel (see page 29, lines 13-26). SOLVESSO 
150 is an aromatic solvent that boils with the range of 183-207 C has a flash point of 66 
C and a viscosity at 25 C of 1 .21 . See product data sheet. 

It would have been obvious to one of ordinary skill in the art to select the claimed 
solvent because FR desires a hydrocarbon solvent, WO teaches that aromatic 
hydrocarbon solvents such as SOLVESSO are used to incorporate metal compounds 
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into bulk fuel and SOLVESSO 150 meets these requirements. Furthermore, 
oilchem.com teaches that the solvent used in the present invention, SHELLSOL AB, is 
an art recognized equivalent of SOLVESSO 150 (see chart). SOLVESSO 150 does 
not specifically teach the molecular weight of the solvent; however, it would be 
reasonable to expect that the solvent would meet this limitation because it possesses all 
of the other properties that the solvent of the present invention contains. 

5. Claims 1-4 and 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overWO8700193. 

WO teaches an additive for diesel fuel comprising iron naphthenate and a high 
boiling solvent(see abstract; page 2, lines 3-21). The solvent is a polyaromatic solvent 
such as anthracene oil. Anthracene oil has a boiling point of 330-400 C and a flash 
point of 180 degrees (see page 2, lines 22-26). The iron naphthenate is present in the 
additive in an amount of up to 90 liters and in the fuel in amount up to 0.05 kg/ton fuel 
(see page 3, lines 18-28; page 4, lines 3-19; Examples 1-3). 

WO teaches the limitations of the claims other than the cloud point and the 
viscosity. However, it would be reasonable to expect that the composition of WO 
would meet these limitations because WO uses the additive of its invention in the same 
environment and for the same purpose as Applicant. 

6. Applicant's arguments have been fully considered but they are not persuasive. 
Applicant argues that the declaration of Mr. Brennan shows that the presently 

claimed additive was difficult and not obvious to formulate. Applicant argues that the 
prior art fails to teach the claimed viscosity or cloud point. 
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The declaration has been considered but is not deemed persuasive. Applicant's 
showings are not commensurate in scope with the claims. Applicant's claims are 
devoid of proportions whereas the examples of the declaration use the additive in an 
amount of 23.6g FE/I of iron naphthenate plus solvent. Claim 1 provides no guidance 
as to how the claimed physical properties were obtained and it is the examiner's 
position that the prior art renders obvious the claimed additive composition. 

Applicant argues that the solvent cited by the examiner teaches only the viscosity 
of the solvent itself and not of the additive composition. Since oilchem.com teaches that 
SHELLSOL AB and SOLVESSO 150 are art recognized equivalents, it would be 
reasonable to expect that the combination of SOLVESSO 150 and iron naphthenate 
would possess the claimed viscosity, absent evidence to the contrary. 

Applicant argues that the declaration shows that solvents possessing the claimed 
flash point do not necessarily have to possess the claimed cloud point. Applicant sets 
forth Aromatic 150 as an example. 

Applicant has not compared the present invention to the closest prior art. 
SOLVESSO 150 appears to meet all of the limitations with respect to the physical 
properties of the solvent set forth in the claims. Applicant has provided no data to the 
contrary. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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